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Addendum to collaboration agreement
Agreement diarie nr:


§ 1 Introduction

This agreement is an addendum to the cooperation convention agreement signed by the Parties on July 13, 2005, with purpose to regulate intellectual property rights between the Parties.

BETWEEN

Luleå University of Technology, with address SE-971 87, LULEÅ, SWEDEN, (hereinafter referred to as LTU)

AND

Institut National Polytechnique de Lorraine , with address 2 av. de la Forêt de Haye, BP 3,   F-54501 Vandoeuvre, FRANCE 

(hereinafter referred to as INPL)

each also referred to as Party and both together referred to as the Parties

WHEREAS

· The Parties wishes to elaborate its knowledge and competence on a scientific level in certain areas described in  the cooperation convention agreement signed by both Parties

· The Parties wishes to agree on rules on Intellectual Property Rights and Confidentiality within the collaboration.

NOW THEREFORE, the Parties agree as follows:
§ 2 Definitions

For the purpose of this agreement, and the separate documents to be incorporated to this agreement by reference, the following definitions shall have the following meanings;

“Access rights” means licences and user rights to knowledge or pre-existing know-how.
”Agreement” means this agreement and any schedules, appendices and amendments thereto.

“Dissemination” means the disclosure of knowledge by any appropriate means other than publication resulting from the formalities for protecting knowledge.

“Knowledge” means the results, including information, whether or not they can be protected, arising from projects performed and governed under this contract, as well as copyrights or rights pertaining to such results following applications for, or the issue of patents, designs, plant varieties, supplementary protection certificates or similar forms of protection.

“Pre-existing know-how” means the information which is held by contractors prior to the conclusion of any project collaboration contract, or acquired in parallel with it, as well as copyrights or rights pertaining to such information following applications for, or the issue of, patents, designs, plant varieties, supplementary protection certificates or similar forms of protection.

”Project” means a project to be performed under the convention cooperation agreement and this agreement. The Project will be additionally regulated in specific project specifications and other documents, which will be enclosed as appendices. Such appendices will be made an integral part to the project agreement, giving content and scope to the collaboration under the convention cooperation agreement between LTU and INPL.

“Use” means the direct or indirect utilisation of knowledge in research activities or for developing, creating and marketing a product or process or for creating and providing a service.

§ 3 Confidentiality

All information communicated to a Party on a confidential basis which 

· is clearly marked “confidential”, or;

· if disclosed orally, was at the time of disclosure indicated to be “confidential” and within thirty days reduced to physical form and marked “confidential” by the discloser

will be considered as Confidential and will be treated as such.

The Parties further agree that project deliverables regarding inventions shall be kept confidential by both Parties until proper protection have been received or until any other agreement have been reached with the inventor.

Confidentiality shall not apply to such information which (i) at the time of disclosure was already in the possession of the receiving Party, or (ii) was in the public domain at the time of disclosure or, (iii) is disclosed to a Party, free of restriction on the disclosure or use in question, by a third party who was entitled to make such unrestricted disclosure, or (iv) has been developed by a Party independently of any information disclosed to him in accordance with this agreement, or (v) is needed to be communicated in order to comply with applicable laws, regulations or a court order.

The Parties agree to take such measures in the performance of a Project and in dealing with received information which reasonably can be requested, to maintain the confidentiality. The Parties will assure that employees and/or other persons being engaged in a Project will maintain this confidentiality.

The Parties agree that they will maintain confidentiality for a time period of three years after a Project has been finalized. This will not prevent the Parties from using Project results to apply for intellectual property rights.

§ 4 Intellectual Property Rights

4.1 Ownership of Knowledge

4.1.1

Knowledge shall be the property of the Party carrying out the work leading to that knowledge.

4.1.2

Knowledge arising from a jointly planned and specified research project, shall be considered as jointly owned by the Parties. If the features of such joint invention design or work are such that it is not possible to separate them for the purpose of applying for, obtaining and/or maintaining the relevant patent protection or any other intellectual property right, the Parties agree that they may jointly apply to obtain and/or maintain the relevant right. TC \l4 "
4.1.3

The Parties shall seek to agree between them arrangements for applying for, obtaining and/or maintaining such jointly owned right on a case-by-case basis. Agreements made connected to such arrangements shall be made in writing. Unless otherwise agreed during the period any such right is in force, the Parties shall be entitled to use and to license such right in accordance with section 4.3 below.

4.1.4

If personnel working for a Party are entitled to claim rights to Knowledge, the Party shall take steps or reach appropriate agreements to ensure that these rights can be exercised in a manner compatible with its obligations under this agreement.

4.1.5

Each party undertakes to keep laboratory diaries of good scientific standard and in a way that they could be used as a basis for determination of ownership to Knowledge.

4.2 Ownership of Pre-existing know-how

Ownership of pre-existing know-how is not influenced by this agreement.

4.3. Access rights -general

4.3.1

Access rights shall be granted to a Party upon a written request.

4.3.2

In relation to the grant of access rights "needed" or "need" shall mean that, without the grant of such access rights: TC \l4 "
· in the case of access rights granted for the execution of a Project, carrying out the tasks assigned to a Party would be impossible, significantly delayed, or require significant additional financial or human resources. 

· in the case of access rights granted for use, the use of a defined and material element of the recipient Party’s own knowledge would be technically or legally impossible.

4.3.3

All access rights granted in accordance with this agreement are granted on an non-exclusive basis, without any rights to sub-license unless otherwise agreed between the Parties.
4.4. Access rights for research activities

Access rights to knowledge and pre-existing know-how needed for the execution of research activities within a project shall be deemed granted, as of the date set out in this agreement on a royalty-free basis to and by the Parties.

4.5. Access rights for use

4.5.1

Access rights to knowledge resulting from a project and needed for a Party’s use of own knowledge shall be granted upon written request on a royalty-free basis to and by the Parties. 

4.5.2

Access rights to pre-existing know-how needed for use shall be granted on market conditions and be a subject to a bilateral agreement between the Parties.

§ 5 Questions related to Knowledge 

5.1 Information

5.1.1

Each Party shall immediately notify the other Party in writing when Knowledge arises during work under this agreement. The notification shall contain information if the Party consider the Knowledge owned by that Party or jointly owned by the Parties.

5.1.2

After being notified, the other Party shall without delay (no later than 6 weeks after reception of notification) confirm the reception of the notification and state its opinion of the claimed ownership, if the Party acknowledges the other Party’s judgement or not. 

5.2 Determining ownership of Knowledge

5.2.1

If a Party not acknowledge the other Party’s ownership or judgement to Knowledge, the Parties shall immediately seek arrangements in order to determine the question of ownership to aroused Knowledge.

5.2.2

If the Parties have differing opinions on ownership to Knowledge, the Parties shall agree on an impartial investigator, who will make an objective and close investigation about the circumstances concerning the ownership for the aroused Knowledge.  The Parties shall share all costs related to such investigation. 

5.2.3

If the Parties cannot agree on an impartial investigator, the problem will be handled as a dispute and the question to ownership of Knowledge shall be solved as described for disputes in this agreement.

5.2.4

If Knowledge cannot be determined as owned by one of the Parties, the ownership shall be considered as jointly owned by the Parties.

5.3 Protection and Use of Knowledge

5.3.1

Each Party is responsible for protection and costs related to own Knowledge.

5.3.2

The Parties have right to Use own aroused Knowledge at any time during the collaboration agreement, but shall in due time inform the other Party prior the Use.

5.3.3

The Parties shall, if needed, make necessary arrangements in order to make it possible to Use Knowledge as well as continue the research activities connected to that Knowledge, taking account the importance of handling the information in such way that it not prevents Use.  

5.3.4

A Party that will make Use of Knowledge, shall start a separate project for that purpose, and shall perform such project in a way that it not delays the research project. 

§ 6 Publication

6.1

For the avoidance of doubt it is stated that unless otherwise agreed between the Parties, no Party shall have the right to publish or allow the publication of data which includes knowledge, pre-existing know-how or confidential information of the other Party even where such data is amalgamated with such first Party’s knowledge, pre-existing know-how or other information, document or material.

6.2

A Party shall have the right to publish information gained in the course of the research provided, however, that both Parties are mentioned in the publication and the following is observed. In order to permit the other Party the opportunity to obtaining patent protection or any other form of intellectual protection, the Parties agrees not to publish any information connected to the research within a period for 9 (nine) months after a notification of Knowledge has been sent and confirmed by the other Party according to section 5.1.2 above, or if the Parties cannot agree on ownership to Knowledge, 9 (nine) months after ownership of Knowledge has been determined.

6.3

In case a Party objects to the publication of the data, the Parties shall use all reasonable endeavours to overcome such opposition (for example by amendment to the planned publication or by postponing such publication). The opposing Party shall not unreasonably continue the opposition if appropriate actions have been taken. 

6.4

This section, §6, shall not prevent the submission, examination, publication and defence of any dissertation or thesis for a degree which includes incidental and minor elements of knowledge or pre-existing know-how of the other Party in case the intention to make such dissertation or thesis has been notified to the other Party in writing promptly as soon as such intention is foreseen and the publishing Party uses its best endeavours to avoid the inclusion.

6.5

The Parties shall select supervisors for supervision of students attending a Party in collaboration activities. The main supervisor is recognized as the supervisor responsible for leading the student to the final examination. The main supervisor is together with the student, responsible for all decisions regarding publication of the supervised student. The main supervisor shall consult the supervisor selected at the other Party who supervises the student during the collaboration activities before making any decision about publication. 

§ 7 Term of the agreement

This agreement shall become effective upon the Signing Date and shall continue in effect during the term stipulated by the convention cooperation agreement between the Parties.

If any of the Parties fails to meet any of its obligations under this agreement and shall fail to remedy these failures within thirty (30) days after receipt of a written notice hereof, the other Party shall have the option of terminating this agreement upon written notice thereof.

Termination or expiration of this agreement for reasons shall not affect the rights and     obligations of the Parties accrued prior to termination.

§ 8 Liability

The Parties are aware of the fact that the Parties are mainly involved in non commercial activities, such as education and research, hence to this, the Parties agree not to bear any liability in any way for the quality or technical abilities in project results. 

In any event, except for a claim of specific performance of each Party’s obligations under this agreement or by negligence or an intentionally action regarding intellectual property rights, a Party’s maximum liability to the other Party under this agreement or its subject-matter shall not exceed a sum of 100 000 EUR.

§ 9 Assignment

No Party shall, without the prior written consent of the other Party assign or otherwise transfer partially or totally any of its rights and obligations under this agreement.

§ 10 Changes

Amendments or changes to this agreement shall be valid only if made in writing and signed by an authorised signatory of each of the Parties.
§ 11 No partnership or agency

Nothing in this agreement shall create a partnership or agency between the Parties.

§ 12 Applicable law and language

Principles of European Contract Law (PECL) shall be applicable on this contractual relationship.  

This agreement is made in English and all communication connected to questions related to this agreement shall also be made in English.

§ 13 Disputes 

Any dispute, controversy or claim arising out of or in connection with this contract, or the breach, termination or invalidity thereof, shall be finally settled by arbitration administered by the Arbitration Institute of the Stockholm Chamber of Commerce (the SCC Institute).

The Rules for Expedited Arbitrations of the Arbitration Institute of the Stockholm Chamber of Commerce shall apply, unless the SCC Institute, taking into account the complexity of the case, the amount in dispute and other circumstances, determines, in its discretion, that the Rules of the Arbitration Institute of the Stockholm Chamber of Commerce shall apply. In the latter case, the SCC Institute shall also decide whether the arbitral tribunal shall be composed of one or three arbitrators.

This agreement is made in two copies, each Party receiving one duly signed copy thereof.
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